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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, hovwever, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

!)□ Responsive to comnnunication(s) filed on . 

2a)n This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/te Quayle, 1935 CD. 11. 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-33 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) M Claim(s) 1-3.5. 12-14. 16-20 and 28-33 is/are rejected. 

7) S Claim(s) 4.6-11. 15 and 21-27 is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 13 The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the conrection Is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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12) S Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (0- 
a)l3 All b)n Some * c)^ None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Claim for Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 1 9 (a)-(d), which 
papers have been placed of record in the file. 



Disclosure 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 
The Examiner suggests the following title: 

"Image Compression and Decompression with Predictor Selection based on 
Embedding Data". 



Claim Objections 

3. Claims 1-17 are objected to because of the following informalities: 

For claim 1 , lines 1-6, it is not clear whether the first or second data is being 
embedded. The preamble recites "embedding first data in second data", but then 
indicates that the data of interest is "in said first data". As shown in Fig. 3, the pixel of 
interest is in the image, which is not the added information to be embedded. Thus, it 
appears that there is inconsistency with respect to which data is being embedded. The 
examiner suggests changing the preamble to recite "embedding second data in first 
data", as it is recited in the preamble in claims 18, 32, and 33. Claims 16-17 are 
analyzed similarly. 
Appropriate correction is required. 
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Claim Rejections - 35 USC § 102 

prior to the date of application for patent in the United States. 
5. Claims 1-3, 5, 12-14, 1^20, and 28-33 are rejected under 35 U.S.C. § 102(b) as 
being anticipated by Morimoto et al., 6,005,643. 

For daim 1 , an embedded coding apparatus for embedding flrst data in second 
data, and outputting coded data is provided by Morimoto in at least the abstract, 
selecting means for selecdng a predicUng method for predicting data of interest in the 
first data, based on ttie second data; predicUng means for obtaining a p,«liCton value 
corresponding to the data of interest based on the prediction method selected by the 
selecBng means; and prediction margin of ermr computing means for computing the 
prediction margin of error based on the data of interest and the predidion value, and 
outputting as the coded data is provided by Morimoto in at least c. 5, line 63 - c. 6, line 
30, and the paragraph bridging cols. 6-7, where a predicted value corresponds to a 
prediction type, i.e. the prediction er^r is made from the predictton values, although 
Morimoto does not term them as prediction values, that is what they are, and properly 
construed as herein. The ..ediction values correspond to the data of interest and the 
data of interest based on the prediction method as shown in at least Figs, la-lb, and as 
noted in at least the thi,^ full paragraph in c. 6 to the second full paragraph in c. 7, and 
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c. 5, line 63 - c. 6, line 30, and see also the paragraph bridging cols. 11-12, where the 
prediction method dictates which prediction method, values, and prediction error that is 
used for outputting the coded data. 

For claim 2, since at least for the reason that Morimoto is seeking the data with 
minimum prediction error or according to the most similar region for the data of interest 
within the first data for a prediction, the data for producing the prediction value is clearly 
"nearby'' as claimed. 

For claim 3, see the rejection of at least claim 1 for providing forjudging means 
for judging whether or not said second data can be embedded as to said data of 
interest; wherein, in the event that said judging means has judged that said second data 
can be embedded as to said data of interest, said selecting means makes selection of 
said prediction method based on said second data is provided by Morimoto where cited 
above. Simply, Morimoto determine if data can be embedded, and selects a specific 
prediction method depending on whether or not data can be embedded. 

For claim 5, see the rejection of at least claim 1 . Wherein said judging means 
judges whether or not said second data can be embedded as to said data of interest, 
based on said data of interest and said first data used for prediction of said data of 
interest is provided by Morimoto where cited above, by clearly determining the data of 
interest for where the embedded data will be and determining if it can be embedded, 
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and other first data is clearly used in the process of prediction, since that is dearly 
required to ascertain the prediction error as taught by Morimoto. 

For claim 12, wherein the first data is image data is provided by Morimoto by 
explicitly reference to video and pixel data where cited above. 

For claim 13, wherein the first data and the second data is one part and the other 
part of the image data separated into two is provided by Morimoto where cited above, 
where the first and second data are embedded as one, and other parts of the image are 
separated in terms of pixels and macroblocks for example. 

For claim 14, separating the image into two parts, for embedding the second data 
as the other part as to the first data as the one part is provided by Morimoto where cited 
above, where the image data is clearly separated into a plurality of parts including pixels 
and macroblocks for example, and the embedded data as the other part is embedded 
into the first data as one part. 



For claim 16, see the rejection of at least claim 1 . 



For claim 17, see the rejection of at least claim 1 , and the second and third full 
paragraphs in c. 4 of Morimoto for a computer program. 
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For claim 1 8, see the rejection of at least claim 1 for a con-esponding coder of the 
prediction values and embedded second data. Furthermore, recognizing a prediction 
method for predicting a prediction value corresponding to the first data, from data of 
interest in the coded data; and decoding the data of interest into the original first data, 
and also decoding the second data based on the prediction method recognized by the 
recognizing means is provided by Morimoto in at least the first full paragraph in c. 4 and 
section 2 in cols. 7-8. the last full paragraph in c. 12, and the first full paragraph in c. 1 3, 
v^ere it is clear that both the first and second data are decoded and restored to their 
original form prior to coding. 

For claim 19, judging whether or not the second data is embedded as to the data 
of interest; wherein in the event that the judging means judges that the second data is 
embedded as to the data of interest, the second data is decoded based on the 
prediction method is provided by Morimoto where cited above, where it is dear that the 
second data is decoded based on the prediction method - the basic premise of 
Morimoto. 

For claim 20, wherein the judging means judges whether or not the second data 
is embedded as to the data of interest, based on the data of interest and the first data 
already decoded is provided by Morimoto. because the embedded data is part of the 
coded data, and therefore must be decoded before the data of interest and the 
embedded data can be determined. 
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For claim 28, see the rejection of at least claim 12 for image data, which is 
explicitly provided by Morimoto. 

For claim 29, wherein the first data and the second data is one part and the other 
part of the image data separated into two is provided by Morimoto where cited above, 
where the first and second data are embedded as one, and other parts of the image are 
separated in terms of pixels and macroblocks for example. 

For claim 30, joining means for joining said decoded first data as said one part 
and said decoded second data as said other part, to configure the original said image is 
provided by Morimoto by decoding and extracting with the resulting embedded second 
data being joined with the first data after decoding and extracting, e.g. Fig. 3, and where 
cited above. 

For claim 31 , see the rejection of at least claims 1 and 30, wherein in the event 
that said second data is compressed and embedded in said first data, said decoding 
means decodes said compressed second data; and further wherein decoding apparatus 
comprises expanding means for expanding said compressed second data back into 
second data, said joining means joining said decoded first data and said second 
expanded data to configure the original said image. 
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For claim 32, see the rejection of at least claim 18. 

For claim 33, see the rejection of at least claim 18, and the second and third full 
paragraphs in c. 4 of Morimoto for a computer program. 



6. Claims 4, 6-1 1,15, and 21-27 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 



7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Timothy M Johnson whose telephone number is 703- 
306-3096. The examiner can nonnally be reached on Monday - Friday from 5:30 to 
2:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Bhavesh M. Mehta, can be reached on Monday - Friday from 9:30 to 5:00. 
The fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Timothy M. Johnson 
Patent Examiner 
Art Unit 2625 
February 29, 2004 




